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TRADEMARK TAPESTRY

BENNETT, COLEMAN WINS 'NOW' TRADEMARK
BATTLE AGAINST US-BASED FASHION
CHANNEL

The petitioner had challenged the registration of
the defendant's trademark ‘NOW' in class 38,
claiming that it violated the ‘Now' family of marks
owned by the petitioner. By applying the anti-
dissection rule and relying on a series of precedents
as well as Section 17(2)(a), the Court came to the
conclusion that "Now" was the dominant portion of
the mark. As a result, the Court invalidated the
respondent's registration under class 38.

JUDGEMENT

DELHI HIGH COURT DECLARES ‘BURGER KING'
AS A WELL-KNOWN TRADE MARK.

In a ruling by the Delhi High Court, "Burger King" has
been recognised as a well-known trademark. This
decision was made after taking into consideration
the extensive amount of time that the mark and its
modifications have been utilised for fast foods,
particularly burgers.

READ MORE

SUBSTANTIAL REPUTATION ESSENTIAL FOR
TRADE MARK PROTECTION BEYOND
BORDERS, RULES DELHI HIGH COURT.

Delhi High Court dismissed an interim injunction
application by Bolt Technology OU against Ujoy
Technology Pvt Ltd for using the BOLT Mark in
relation to EV charging stations. The Plaintiff
argued that the Defendant's use of the BOLT Mark
equated to passing-off services as originating from
the Plaintiff. The Court disagreed, stating that the
Plaintiff's taxi services and EV charging stations are
not similar or allied, and that the Plaintiff's
reputation in India is not sufficient to make claims.
The Court also noted that the Plaintiff's intention to
enter the Indian market is not sufficient to establish
consumer confusion.

JUDGEMENT
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WORDS OF COMMON ENGLISH USAGE CAN'T
BE REGISTERED  AS TRADEMARK, NO
MONOPOLY CAN BE CLAIMED BY ANYONE.

Delhi High Court has recently ruled that words that
are commonly used in English cannot be registered as
trademarks, and that the person who registers such a
mark cannot even claim to have monopoly rights over
the mark.

The words that are commonly used in English cannot
be monopolised, says Justice C. Hari Shankar. If this
were to occur, then the entire language would be
hijacked by a small number of people, which is not
something that can be allowed.

JUDGEMENT

MERE USE OF ‘"MAKEMYTRIP’ AS KEYWORDS IN
GOOGLE ADS PROGRAM IS NOT TRADEMARK
INFRINGEMENT.

The appellant, Google LLC, had filed an appeal in the
Delhi High Court challenging an interim judgement
passed by the Ld. Single Judge. The order restricted
Google from using the term 'MakeMyTrip' as a
keyword on the Google Ads Programme, whether it is
used together, in combination, with or without spaces.
The Division Bench, consisting of Vibhu Bakhru and
Amit Mahajan, JJ., set aside the previous order passed
by the Ld. Single Judge. They concluded that the
Single Judge's opinion, which stated that Booking.
com's use of the trademark 'MakeMyTrip' as a
keyword, infringes Section 29(4)(c) of the Trade Marks
Act, 1999, was incorrect. The Court also opined that
the use of trade marks as keywords could not, by any
stretch, be construed as applying the registered trade
mark to any material intended to be used for labelling
or packing goods, as a business paper, or for
advertising goods or services.

READ MORE
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https://dhcappl.nic.in/dhcorderportal/GetOrder.do?ID=chs/2023/975703201699349125448_45291_2023.pdf
https://www.scconline.com/blog/post/2023/12/12/dhc-declares-burger-king-as-a-well-known-trade-mark-legal-news/
https://www.livelaw.in/pdf_upload/yva30112023fac452023154927-507137.pdf
https://www.livelaw.in/pdf_upload/chs11122023sc6112023223647-510001.pdf
https://www.scconline.com/blog/post/2023/12/15/dhc-sets-aside-order-restraining-booking-com-from-using-makemytrip-as-keyword-on-google-ads-program-legal-news/

FACILITATING DOMAIN TRANSFER ALSO FALLS UNDER FORM OF USE UNDER THE TRADEMARK ACT.

Within the context of this dispute, the Plaintiff, Jockey International Inc., asserts that the Defendant No. 9, has
disobeyed previous court orders that restricted the use of several domain names, one of which is
www.jockeystorefranchise.com. The Defendant asserts that they are not participating in any other form of
commercial usage of the domain name and are just facilitating the transfer of domain names. In its interpretation
of "use of a mark" and section 29 of the Trademark Act, the Court came to the conclusion that doing anything like
aiding domain transfer is likewise considered a kind of use and is therefore prohibited under earlier rulings.

JUDGEMENT

DESIGN

OVERALL IMPRESSION OF DESIGN IS WHAT MATTERS, TRADE VARIANTS AND MINISCULE
DIFFERENCES CAN BE IGNORED, RULES DELHI HIGH COURT.

The Delhi High Court partially declined interim relief to Havells India Limited in a suit for design infringement
against Polycabs India Limited. The Plaintiff claimed the Defendant infringed on three of its registered designs
(2016, 2021, and 2022). The Court differentiated the treatment of the Suit Designs from the Plaintiff's registered
designs, focusing on the visual appeal and overall impression of the actual end products. The Court dismissed the
Plaintiff's plea for the 2021 design due to insufficient evidence, and maintained the interim injunction for the 2016
design.

JUDGEMENT

GEOGRAPHICAL INDICATION

REGISTERED PROPRIETOR CAN BE TREATED AS AN ENTITY INDEPENDENT OF AUTHORISED USER UNDER
Gl ACT, 1999.

The Plaintiff, who was the Registered Proprietor (RP) for whom the Geographical Indication (Gl) of Scotch Whisky
was given, said that the RP could file a suit on their own, without the Authorised User (AU) being involved.
Following the Gl Act, the Court agreed, saying that the RP is a separate body and not under the AU.

READ MORE
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https://dhcappl.nic.in/dhcorderportal/GetOrder.do?ID=chs/2023/975703201703159084494_20896_8912022.pdf
https://dhcappl.nic.in/dhcorderportal/GetOrder.do?ID=chs/2023/975703201702018189730_80296_4212023.pdf
https://www.scconline.com/blog/post/2023/12/26/madhya-pradesh-high-court-upholds-registered-proprietors-independent-rights-in-scotch-whisky-gi-case-scc-blog/

COPYRIGHT CORNER

DELHI HIGH COURT TEMPORARILY RESTRAINS
CORNERSTONE SPORT AND ENTERTAINMENT
PVT LTD. FROM PLAYING COPYRIGHTED
SONGS OWNED BY PHONOGRAPHIC
PERFORMANCE LIMITED.

The Delhi High Court has temporarily restrained
Defendants and their representatives from playing
any recordings that belong to the Plaintiff's
copyright and appear on the Plaintiff's website
without obtaining a prior license. The Plaintiff,
Phonographic Performance Limited, claimed that
the recordings were being played without a license,
despite the Plaintiff's attempts to dissuade them.
The Court ruled that the infringement of copyright
was ongoing and that failure to grant an injunction
would result in continued infringement. The Court
also ruled that the principles of balance of
convenience and irreparable loss justified the grant
of an interim injunction. The case will be listed
before the court on 15-01-2024.

READ MORE

NO COPYRIGHT IN IDEAS OR THEMES

The Delhi High Court dismissed a plea by filmmaker
Bikramjeet Singh Bhullar to halt the streaming or
broadcasting of his film, 'Shamshera', on Over-The-
Top (OTT) platforms. Bhullar had filed a lawsuit
against Yash Raj Films, alleging that the plot and
theme of 'Shamshera' were copied from his work
'Kabu Na Chhadein Khet'. Justice Jyoti Singh
rejected the plea, stating that Bhullar had
attempted to claim a monopoly over themes
common to most Bollywood movies. The Court
concluded that a comparison of Bhullar's script and
the film 'Shamshera' does not suggest that one is a
substantial copy of the other. The Court ruled that
the similarities between Bhullar's script and the film
outweigh the alleged similarities, and that similar
features in various films cannot be considered
copyright infringement. This ruling reaffirms the
principle that copyright protection does not extend
to ideas, themes, or plots but only to the expression
of these ideas.

READ MORE
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BOMBAY HIGH COURT HOLDS THAT IN A SUIT
FOR GROUNDLESS THREATS, THE COURT
CANNOT GIVE DETERMINATIVE FINDING ON
COPYRIGHT INFRINGEMENT.

The Bombay High Court ruled that an inquiry under
Section 60 of the Copyright Act cannot determine
whether there is no copyright infringement, as it
would pre-empt and prejudge an action for
infringement. The Court ruled that the inquiry had
transgressed the remit of determination under the
enacting part of Section 60, as it ventured into the
realm of copyright infringement in substance.

READ MORE

SECTION 33 WILL NOT RESTRICT THE RIGHTS
OF THE COPYRIGHT HOLDER TO DEMAND A
LICENSE FOR EXPLOITATION OF THEIR SOUND
RECORDINGS.

The Plaintiff who possesses a substantial number of
sound recordings claims that the Defendant, who
manages multiple venues is playing copyrighted songs
without permission or the required licences. The
Defendant claimed that his usage is safeguarded by
Section 33, contending that as the Plaintiff is not a
copyright society, it lacks the authority to demand the
Defendant to get a licence. The Court dismissed the
Defendant's argument and citing the case of
Phonographic  Performance Limited v. Canvas
Communication, determined that Section 33 does not
limit the copyright holder's ability to require a licence
for the use of their sound recordings. As a result, the
court issued a temporary injunction against the
Defendant.

JUDGEMENT
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https://dhcappl.nic.in/dhcorderportal/GetOrder.do?ID=chs/2023/975703201703610404486_23782_9372023.pdf
https://www.livelaw.in/high-court/bombay-high-court/bombay-high-court-copyright-infringement-suit-novelists-mv-kasi-vs-sapna-bhog-section-60-copyright-act-244981#:~:text=The%20Bombay%20High%20Court%20has,infringement%20of%20copyright%2C%20which%20the
https://delhihighcourt.nic.in/court/dhc_case_status_list_new?sno=2&party=Bikramjeet&cyear=2022
https://www.scconline.com/blog/post/2023/12/15/delhi-hc-temporarily-restrains-cornerstone-sport-entertainment-pvt-ltd-from-playing-copyrighted-songs-of-ppl-legal-news/#:~:text=Phonographic%20Performance%20Limited-,Delhi%20HC%20temporarily%20restrains%20Cornerstone%20Sport%20and%20Entertainment%20Pvt%20Ltd,in%20continued%20infringement%20of%20copyright.

PATENT PULSE

PHARMACYCLICS, JOHNSON & JOHNSON
WIN PATENT INFRINGEMENT SUIT FOR ANTI-
CANCER DRUG.

The Plaintiffs held the licence for a pharmaceutical
called lbrutinib, which the Defendants were also
producing and selling under several brand names.
After a post-grant opposition, the Plaintiffs' patent
was invalidated, but this decision was later
overturned by a ruling of the IPAB. The Defendants
contended that the patent in question was illegal
and that the Chairman of the IPAB, who rendered
the judgement overturning the aforementioned
ruling, was not qualified to retain the position due
to the expiration of his tenure. Contrary to this, the
Plaintiffs attempted to invoke the de facto theory,
and the Court consented to affirm the legitimacy of
the IPAB ruling. The Court determined that there
were no valid reasons to delay the implementation
of the IPAB ruling, and confirmed the validity of the
Plaintiffs' patent in the lawsuit. The Court issued an
injunction  prohibiting the Defendants from
producing and promoting the drug. However,
recognising the substance's significance in treating
illnesses including cancer, the Court permitted the
Defendants to deplete their existing stock.

JUDGEMENT

DELHI HIGH COURT EMPHASISES THE
IMPORTANCE OF PRINCIPLES OF NATURAL
JUSTICE IN PATENT PROSECUTION
PROCEEDINGS.

The Delhi High Court ruled in favour of Procter and
Gamble Co., arguing that the Controller of Patents
and Designs failed to grant the company's patent
application due to a lack of inventive step. The
Court emphasized the importance of tfimely
communication of objections, swift decision-making
after pre-grant proceedings, and expeditious
patent grants. The Court also emphasized the need
for a reasonable period of three to six months to
prevent arbitrary delays. The Court set aside the
order and instructed the Patent Office to update
the application status.

JUDGEMENT
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MADRAS HIGH COURT CLARIFIES
PROCEDURAL ASPECTS OF POST-GRANT
OPPOSITION IN PATENTS.

The Madras High Court has ordered a fresh opposition
board to be constituted in a post-grant opposition
proceeding involving Optimus Drugs Private Limited
and Symed Labs Limited. The Petitioner was granted a
patent for its invention, "An improved process for the
preparation of Linezolid," in 2017, which was opposed
by Symed Labs Limited in 2018. Symed submitted
additional evidence, and the Opposition Board issued
its recommendations in 2019. The Petitioner argued
that Symed was not entitled to file additional
evidence and that the Opposition Board should
consider the additional evidence. The Court found it
meaningless for the matter to be decided based on
old recommendations and directed the Controller of
Patents and Designs to form a new Opposition Board
within 30 days.

JUDGEMENT

PATENT OFFICE EXPECTED TO PASS FINAL
ORDERS WITHIN REASONABLE PERIOD NOT
EXCEEDING 3 TO 6 MONTHS.

The Delhi High Court has stated that the Patent
Office is required to issue final decisions within a
reasonable timeframe, often ranging from three to six
months, following the completion of oral hearings.
The duration may vary depending on the intricacy of
the case. Justice Prathiba M Singh emphasised that
the Patents Act, 1970, and its Rules have specific and
rigid timelines for various stages, including the filing
of the examination request, preparation of the
examination report by the patent examiner, review of
the report by the Controller, issuance of the
statement of objections, response to the objections,
and the deadline for submitting the patent
application.

READ MORE
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https://dhcappl.nic.in/dhcorderportal/GetOrder.do?ID=pms/2023/100018821701958488020_56774_2682022.pdf
https://www.livelaw.in/high-court/delhi-high-court/delhi-high-court-patent-office-final-orders-reasonable-period-244684#:~:text=Though%20no%20specific%20period%20has,the%20complexity%20of%20the%20case.%E2%80%9D
https://3d38ef9b-cf79-4a35-bb6c-92e1b3236b68.usrfiles.com/ugd/3d38ef_77250cdbcf184482a8449b29a067ca37.pdf
https://drive.google.com/file/d/1kmqeRJOqIvBZcNRN0cSrPT2_AOpU-f35/view

INTERNATIONAL

Al COMPANIES TO DISCLOSE COPYRIGHT
TRAINING DATA IN UNITED STATES

According to Bar and Bench, the New York Times
has sued Microsoft and OpenAl for copyright
infringement  with their generative Al tools.
Microsoft's Bing Chat, now Copilot, and OpenAl's
ChatGPT used millions of copyrighted items from
the newspaper to train their Al capabilities,
according to the publication. It further claimed that
these  programmes replicate  content  and
misrepresent the article.

The action, filed by Susman Godfrey LLP and
Rothwell, Figg, Ernst & Manbeck, PC, claims this has
hurt NYT subscription, licencing, advertising, and
affiliate revenue. After months of discussions, NYT
claims the Defendants insisted on "fair use"
protection in a New York Court. NYT has sought
damages from the two corporations for allegedly
duplicating and using its content. In recent years,
media  organisations have raised concerns
regarding disinformation and unattributed use of
generative Al tools.

READ MORE
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ANKIT SAHNI'S Al “CO-AUTHORED” ARTWORK
DENIED REGISTRATION BY US, CONTINUES TO
BE REGISTERED IN INDIA

The Review Board of the United States Copyright
Office (USCO) reaffirmed the decision to not grant
copyright registration to the artwork developed by
Ankit Sahni titled "Suryast." This artwork was produced
through the application of artificial intelligence
technology. The artwork had been denied registration
by the Copyright Office in the past due to the
absence of human authorship, which is required to
provide evidence in support of a copyright claim. It is
interesting to note that the artwork was also approved
for registration in India in November of 2020, which
caused controversy in that country.

READ MORE
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https://www.thehindu.com/sci-tech/technology/ai-foundational-models-disclose-training-data-source-under-new-bill/article67668805.ece
https://legal60.com/ankit-sahnis-ai-co-authored-artwork-denied-registration-by-us-continues-to-be-registered-in-india/

FIRM HIGHLIGHTS

m ANM GLOBAL PRESENTS ITS YEARLY ROUNDUP

/ﬁ% ANM Global proudly presents its yearly roundup, a testament to
G L\‘ny BAL achievements acoss media projects, litigation matters, and exciting
Advocates & Legal Consultants milestones
From groundbreaking media collaborations to strategic wins in
litigation, every milestone showcases our commitment to legal

A SYMPHONY OF SUCCESS excellence.
ANM GLOBAL'S 2023 ROUNDUP READ MORE

ALB INDIA
TOP IP LAWYERS

Mr. Rahul Dhote honored amongst the distinguished ALB India Top IP
Lawyers in the recent Asian Legal Business.

We are pleased to announce that Mr. Rahul Dhote from our esteemed
team has been honored among the distinguished ALB India Top IP

Lawyers in the recent Asian Legal Business Asia edition (November- e
December 2023) Partner - Intellectual Property law
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READ MORE

Ms. Anushree Rauta recognized amongst the BW Legal World 40 under
40.

HAS RECOGNISED

Ms. Anushree Rauta : . j
Ms. Anushree Rauta head of our media and entertainment practice

has been recognized amongst the BW Legal World 40 under 40 Elite
Club of Lawyers and Legal Influencers of 2023.
READ MORE

40 UNDER 40

ELITE CLUB OF LAWYERS AND
LEGAL INFLUENCERS OF 2023
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https://www.linkedin.com/posts/anmglobal_anm-roundup-2023-activity-7147574440770383872-3SYt?utm_source=share&utm_medium=member_desktop
https://www.linkedin.com/in/ACoAAAM4UuwBbv-BjCrBlY-ZPN5H-I9gn4l_xls
https://www.linkedin.com/in/ACoAAAM4UuwBbv-BjCrBlY-ZPN5H-I9gn4l_xls
https://www.linkedin.com/posts/anmglobal_bwlegalworld-bwlegalworld40under-lawfirm-activity-7142477943305351168-H1e3?utm_source=share&utm_medium=member_desktop
https://www.linkedin.com/in/ACoAAAvG_FcBz4D6WhAKMur5DbMvtQ9qXDg0dQk
https://www.linkedin.com/in/ACoAAAvG_FcBz4D6WhAKMur5DbMvtQ9qXDg0dQk
https://lnkd.in/gbMnjZBr
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DISCLAIMER

The information provided in this newsletter is for general informational purposes
only and should not be considered as professional advice. While we strive to
provide accurate and up-to-date information, we make no representations or
warranties of any kind, express or implied, about the completeness, accuracy,
reliability, suitability, or availability with respect to the content contained in this
newsletter. Any reliance you place on such information is therefore strictly at your
own risk. We will not be liable for any loss or damage, including but not limited to
indirect or consequential loss or damage, arising from the use of, or reliance on,
the content in this newsletter. Through this newsletter, you may be able to link to
other websites that are not under our control. We have no control over the nature,
content, and availability of those sites. The inclusion of any links does not
necessarily imply a recommendation or endorse the views expressed within them.
Every effort is made to keep the newsletter up and running smoothly. However, we
take no responsibility for, and will not be liable for, the newsletter being
temporarily unavailable due to technical issues beyond our control. Before making
any decisions based on the information provided in this newsletter, we recommend
consulting with a qualified professional for advice tailored to your specific
situation.
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